
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1450 
www.iispto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/762,053 



01/21/2004 



Scott D. Pearson 



32692 7590 09/16/2005 

3M INNOVATIVE PROPERTIES COMPANY 

PO BOX 33427 

ST. PAUL, MN 55133-3427 



53912US011 



4467 



EXAMINER 



ZIRKER, DANIEL R 
ART UNIT | PAPER NUMBER" 



1771 

DATE MAILED: 09/16/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 

VIII W m %\*%w\J9t %J %tm llllll fc« W W 


Application No. 

10/762,053 


Applicant(s) 

PEARSON ET AL. 


Examiner 

Daniel Zirker 


Art Unit 
1771 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 
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Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) M Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 1/21/04 . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 091405 



Application/Control Number: 10/762,053 Page 2 

Art Unit: 1771 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 2 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. More particularly, in each of these claims the 
phrase, "comprises a monolayer substrate" is vague and indefinite since it appears to 
imply that additional layers could also be present. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3,4,7-16,23,24,30,31,34-44,51,52,54, and 59 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over Hufnagel et al. The reference discloses (note particularly the Abstract, Col 1 , lines 
29-38, Col 2, line 33-Col 3, line 13, line 59-Col 4, line 23, lines 58-61, claims 1,3 and 5) 
a simultaneously biaxially oriented genus of isotactic polypropylene films that can be 
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coated with a suitable adhesive, which except for the particular range of melt flow rates 
and parameters such as the particular tensile elongation to break range requirement, 
each of which is believed to be either inherent in the formed genus of articles or an 
obvious optimization of whatever adhesive tape properties are desired, is essentially all 
independent claim 3 and the even broader claim 30 (directed only to such a backing 
and also not requiring to conform to the parameters of "The Dispense Test - Plastic 
Blade test) require. Additionally, such parameters found in the dependent claims as the 
molecular weight of the polypropylene backing, the specific polypropylene composition 
of the backing, biaxially oriented stretch ratios and the like are each also believed to be, 
if not expressly or inherently present, an obvious modification to one of ordinary skill, in 
the absence of unexpected results. 

6. Claims 1 ,2,5,6,17-22,25-29,32,33,45-50,53, and 55-58 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Hufnagel et al. The reference is again relied 
upon substantially as set forth, above, and with respect to the remaining claims such as 
independent claim 1 and dependent claims 2, 28,29, 57 and 58, each of which require 
the presence of a dispenser, this element is so well known in the art as to not require 
the presence of a citation. Other parameters, such as the presence of multi-layer 
backings, sequential biaxial orientation of the backing (a product by process limitation), 
mixtures of blends of polypropylene for the backing composition, the presence of rolls of 
adhesive tape and the like are each also believed to be obvious modifications to one of 
ordinary skill, in the absence of unexpected results 
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7. Claims 1-59 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
either Wong et al, Robinson et al or Nanbu, each taken in view of Hufnagel et al. The 
primary references each disclose (note particularly Wong et al, the Abstract, Col 2 line 
18 - Col 3 line 7, Col 4, lines 20-33, the Table disclosing Examples 1-8; Robinson et al, 
Fig 1 , Col 1 lines 10-44, line 68- Col 2 line 5, lines 13-18, Examples 1-9, claim 1 ; 
Nanbu, the Abstract, Col 1, lines 7-10, lines 60-64, Col 2 line 58 - Col 3 line 18, Table I) 
closely related genuses (except for a teaching of the various ranges of the claimed 
performance parameters) of the claimed biaxially oriented genus of polypropylene 
tapes, the references each lacking a teaching that the polypropylene backings are 
formed from isotactic polypropylene, although it is also noted that Nanbu teaches that 
isotactic polypropylene of a different melt index, i.e., melt flow rate, than claimed by 
applicants (Col 1 , lines 60-64) can be used in at least one layer of its multilayer 
polypropylene backings. The secondary reference, Hufnagel et al, however, is here 
relied upon to supply the missing element of the desirability of using isotactic 
polypropylene having applicants desired range of melt flow rate values in place of the 
polypropylene backings of the claimed primary references. Accordingly, one of ordinary 
skill, motivated by the desire to use a polypropylene backing that exhibits improved 
clarity, lower haze and desired tape severability would incorporate isotactic 
polypropylene of the claimed range of melt flow rates which is known can exhibit these 
desirable properties when in film form in place of the backings of each of the primary 
references, and thereby form, or render obvious, the claimed genus of adhesive tapes, 
either individually or in a dispenser, or simply standing alone as a backing. Other 
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parameters that are not either expressly or inherently taught in each of the relied upon 
reference combinations are each believed to be obvious modifications to one of ordinary 
skill, in the absence of unexpected results. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel Zirker whose telephone number is 571-272-1486. 
The examiner can normally be reached on Monday-Thursday from 8:30 to 6:00. The 
examiner can also be reached on alternate Fridays 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris, can be reached on 571-272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel Zirker 
Primary Examiner 
Art Unit 1771 




